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RESPONSE TO RESTRICTION REQUIREMENT ^ ^ 

This is intesponse to tlie Office Action dated January 2l/2003,.inw)^ifih the 
lias required restriction between Group T. namely Claims 1-14, and (aToup'TI/natnely Claims 15-- 
.21'. Applicants hereby provisional ly elect with traverse.to prosecute the clairas of GfonpT . • 
(Claims 1-14) and expressly reserve the right to file divisional applications ortakc sueh other" 
appropriate measures. deemed necessary to protect the.inveiitionslh thc-rcmaining claims. ■• t ■ " 

. The Office Action'asserts that Inventions I and TT are-unrelated and cites -MPEP §§ 806.Q4 
and 808.01 as providing that the."[i]nvenlions are unrelated_if It can'be-shownlhat they-are not " - ■ 

Jiscloscd as.capable of use together andj-hey have'diffcre'nt modes o f operation, differertt" 

_ functions, afrd.3iiferent effects."' PapefNo. 5, p. 2-femphasis~ added), The Examwer has notraet ~ ""^r 
_r thia-standarcljjecause the instanT spcciricalion-drsclSsJs that the DNA s-equencc o f Group J is"*^ • 
capaS^le of use to^tffcr with the DNA-sequence ofGroup-Il. j^S'set foflhln Claim Hv Group il^ ■ 
is-di^i to a|iiiisolated DNA sequencj,^QiTiprising nucleotides r^5?%r ♦ ~ 

jf the 



"Sfjccification disciosesjhat'the SEQ 'l'B-NO:3 setSj^orth the genoifiic DNA"seqa»ence^f 
^. Arabidopsis KHAS small subunit .gene and that the promoter of this gcnc cxtends..rrom 



^30*' . ^ , ' ^ '••31,/ 

nucleotide 1 'to nLicledtjdOj757 ojTSEQ ID N0:3, iSee^Toiv-example, the Specification; p.; 17^*! 
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<^ ___^^Grciup T is drawn to isolated DMA sequence encoding.a eulcaryotic AHAS.§fnalLgubuiiit 



- ^ - pr9tein. including u BNA sequence ot the Arabidopsis AHAS ^'all subunil gene tyf.SEQ ID 
" _ - . N0;3.^While'the OfJice-Actiou asserts that the promoter P.NA sequence of Gixsjjp TJ-cannot be " : ■ 

. " _ used to inakc'the transgenic»plant of Group I comprising a DMA sequence en^ding a eultafyotic 
. . " sniall subunit prolein.Jhe instant specification! in contrast, disclosed that "[i]n.one embodiment 
the plant expression vector comprises the Arabidopsis AHASsmall subunit promoter and a DNA 
sequence encoding an j4raA/<;;a/3i/.v'snial I subuiiit AHAS prolei ' ' ■ 

specification fuftlier discloses that "[t]he native promoter of the AHAS' small subunit gene in v ' 

. - - plants may be used-for expressingjhe AHAS small subunit protein gene in transgenic plants." " 

Specification, p. 23.. Accondingly, Inventions I and II are not unrelated because they are capabTe 
of use together as is disclosed in the instant specification. ~ ' 

In addition, tlie Examiner is reminded dut 37 C.F.R. § 1 . 142,requires that the inventions 
- be "independent aiid distinct." According to MPEP § 802.01, "independent" req'uires/thai ihere is 

■ no disclosed relationship between the two or more subjects disclosed. The relatiouship fietween 

_ • *■ - ~ - 

. the DNA sequences of Grolips I and II does not meet this standard. As discussed, in detail above. 

Group I and-Group U encompass DNA sequences from the &m\s Arabidopsis AHAS small- - " • " 
1 - subunit gene (SEQ ID NO:3). Therefore, the inventions of Group- 1 and Group H are.not ^- 

^ _ independent and distinct. - " „^ - ~' 

Further. MPEP-§ 803 setrforththat "[i]f the search and examination of an entire, 

- . ~ -. application-can be made^ithou't serious burden, the e'xaminTr must examine it on the merits, -6. 
^ — — even though frincludes claims to independent or di&fmct inventions." Applicants SHbrntrthat the 

~'- _ - search required to_examiTie aHTisolated DNA seguencc comprising a prorn'oterOfthe AmhiVopsis 

' _ ' AHASjmal l*subunit.gcnc.wQuld not be a serious burden because the.lfomoter is from gene, - 

— - die 'Arabidopsis AHAS sn-uill sufunit gene that is encompassed by Group-L Thereroi;i-,"a search ~ 

- — ..^^ * _ -~ - 31^" _ 

~ ' required to ex'Smine the DNA sequi^ice of Group II would-likelypitiduce.rcsultfi tha^ 

' ^ 1^ .^0^ " ~ ~ ^ 

— — ■ • ^ „ • . -j* ~ ' \ ,, 
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J-'-^Qf the results- for the search of the ONlAtfequence of Group I.-Ac^rdingly^tfec efaininatioTi of"*^ 
the Group l-and'Orojip 11 eiaimsjogether would not constitute a serioiis-burden on the BxafiTiner,- " 

" compargto-the^xaraination.of the Group I "claims aiofffi. For these reasons;- ApplicaiTfs 

Icindly request tliat tlie Examiner reconsider and examine.ihe GrouiTt and Group il craims^"' 
together. "' ^ ' " - -^^ ' '-^ ^' ' ~ • 

- Should the Examiner have further questions or comments with rcspect to-exatnination o f • 

tWs case/it is respectful lyrequested that the Examiner telephonethe uridei-signed ^o that further ^ 

examination of tliis application can be expedited. ~- - " • 

It is not believed.that extensions of time of fees for net addition of claims-are required, ~ " 
• beyond those, which may otherwise be provided.for In documents accompanying thfs paper." - " 
However, in the event that additional extensions oftime are necessary to al low consideration c^f 
this paper, such extensions are hereby petitioned under37 CFR-§ 1.136(a), and.any feere^inred 
therefore (including fees foriiet addition of claims) is hereby aiithoriized to be.^harged to Deposit 
Account No. 46-0(605; - '" ' - ''^ ' ' / 

~ . Respectlully submitted,- " . ' 
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